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REMARKS 

The foregoing amendment does not include the introduction of new matter into 
the present application for invention. Therefore, the Appl leant, respectfully, requests thai 
the above amendment be entered in and that the claims to the present application, kindly, 
be reconsidered. 

The Office Action dated August 24, 2004 has been received and considered by the 
Applicants. Claims 1-8, 15 and 16 are pending in the present application for invention. 
Claims 1-8, 15and 16 stand rejected by the August 24, 2004 Office Action. 

The Office Action rejects Claims 1, 2, 8, 15 andl6 under the provisions of 35 
U.S.C. §1 02(e) as being anticipated by U.S. Patent No. 6,349,086 issued to Nishida et al. 
(hereinafter referred to as Nishida et al.V The Examiner making the rejection states that 
Nishida et al . disclose a method of manufacturing a circular optical storage disc 
comprising: providing a substrate with a first surface and a periphery; providing a 
coating on the first surface by applying a liquid, rotating the substrate, and solidifying the 
liquid; and wherein applying the liquid onto the surface the substrate is present in a 
separate extension body (ring 20) the extension body having substantially circumferential 
contact with the periphery of the substrate, and having a surface substantially flush with 
the first surface of the substrate, as illustrated in Figures 12-15 and described in coK 1 1 , 
lines 25-48; and after substantial solidification of the liquid, the extension body and the 
substrate are separated. The Examiner further states that it is known that substantial 
solidification of the liquid occurs in Nishida et al.'s process because solidification by IJV 
curing occurs while ring 20 is still present around the substrate. 

The Applicants would like to, respectfully, point out that the foregoing 
amendment to the claims has added the feature formerly recited in Claim 7 that the 
extension is formed from at least two parts. Nishida etai do not disclose or suggest that 
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ring 20 can be formed from murtiple parts. The Applicant respectfully submits that the 
above discussed amendment renders this rejection moot Claims 2, 8, 15 and 16 depend 
from Claim 1, cither directly or indirectly, and further narrow and defined Claim 1 . 
Therefore, Claims 2, 8, 15 and 16 are also believed to be allowable. 

The Office Action rejects Claims 3-7 under the provisions of 35 U.S.C. § 103(a) as 
being unpatentable over U.S. Patent No. 6,349,086 issued to Hi^acLaL The Examiner 
making the rejection with regard to Claims 3 and 4 states that Niahidaetal. lack a 
teaching that the outer periphery of the ring 20 has a polygonal, or regular polygonal 
shape. The Examiner's position is that it would have been obvious for one having 
ordinary skill in the art to use a non^circular ring/extension body, such as a square or 
hexagon or octagon with the expectation or achieving similar and equivalent results. Trie 
Applicant respectfully disagrees. 

AS states in the MPEP at §2142, in order to "establish zprima facie case of 
obviousness, three basic criteria must be met. First, mere must be some suggestion or 
motivation, either in the references themselves or in the knowledge generally available to 
one of ordinary skill in the art, to modify the reference or to combine reference teachings. 
Second, there must be a reasonable expectation ofsuccess. Finally, the prior art reference 
(or references when combined) must teach or suggest ail the claim limitations. The 
teaching or suggestion to make the claimed combination and the reasonable expectation 
of success must both be found in the prior art, and not based on appUcanf s disclosure. In 
re Vaeck. 947 F.2d 488, 20 USPQ2d 1 438 (Fed. Cir. 1991)." The Applicant, respectfully 
points out that no suggestion or motivation is provided within Ntshidaetal. for using a 
polygonal, or regular polygonal shape tor the outer periphery in place of the ring 20. The 
Applicant, further points out that no reasonable expectation of success is provided within 
Nishidaetal. for using a polygonal, or regular polygonal shape for the outer periphery in 
place of the ring 20. Additionally, the lack of any suggestion for using any type of 
polygonal or regular polygonal shape within -Nishidaetal results in all the claimed 
limitations not being found within the cited reference Nishidaetal Moreover, the 
Office Action does not state how Nishidaetal. provide any suggestion or reasonable 
expectation of success, both of which must found within the cited prior art references. 
Accordingly, the Office Action does not establish a prima facie case of obviousness is is 
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A "^ Acti on^C^ 7 ^. e p ro v, i o ns of35U,.C. §1 03<^ 
^unpatentable overbid* ctal. (hereinafter!. o .ttilUlU- apphcd 

KOTjahLsLsL (hereinafter referred to as KpnishLeLSU- The Examiner m*.ng the 
Kj ecnoa states fcatNis^ 

which is comprised of two par*- The Exa.inerfetherst^ that ^etA. 
^oseanextL^^ 

substrate surface similar to that used in Nishjda^laL Additionally, the Exammer 
estates that F iBU re Hof!^^*-^^ 

^ He formed of two parts 32a and 32b. The App.icants, J*" 
is no disclose or suggestion within JCgmshLsLsL that liquid receiving base is made out of 
two parts. There, this rejection is respectfully traversed. 

The foregoing amendment to the claims adds new Claim, 17-19 that recites 
subject matter illustrated in Figures 2A. 2B and 2C and described on page 7 of the 
specification^mepresentinveotion. This subject matter relates to the aides used to 
form the extension body being congruent and the number of side, used in the polypod 
shapc used to form me extension body being equal to haif the number of sides withm the 
polygonal shape. This is subject matter not disclosed or suggested within the ctted prior 
art references. Therefore, the subject matter of new Claims 1 7- 1 9 is believed to be 
allowable. 
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Applicant is not aware of any additional patents, publications, or otbcr information not 
previously submitted to the Patent and Trademark Office which would be required under 37 

CJF.R. 1.99. 

In view of die foregoing amendment and remarks, the Applicant believes that the present 
application is in condition For allowance, with such allowance being, respectfully, requested. 


Please address all correspondence for this application to: 
Michael E. Belk, Senior Intellectual Property Counsel 
Philips Intellectual Property & Standards 
Philips Electronics N.A. Corp. 
P.O. Box 3001 

Briarcliff Manor, NY 10510-8001 USA 
(914) 333-9643, 


CERTIFICATE OF TRANSMISSION 

I hereby certify that (his correspondence 

is being mittmhtcd co thb dole via 

ftniTrrilr tramnitssjco to (71)3) 8724106 AND addressed toe 

COMMISSION*:* OS* PATENTS 

P.O. BOX 1450 

Alexandria. VA ?2313-1150 


Respectfully submitted, 



James D. Leirabach 

Patent Attorney Reg- No. 34374 


on: 


November 24. 2004 


By: 


(Signature) 
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